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Status 

1 )S Responsive to communication(s) filed on 09 August 2006 . 
2a)Q This action is FINAL. . 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-56 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-56 is/are rejected. 
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Application Papers 
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DETAILED ACTION 

1 . This office action is in response to Applicant's amendment filed on 08/09/2006. 

2. Claims 1-56 are currently pending in this application. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Regarding claim 1 recites the phrase "such as" renders the claim indefinite 

because it is unclear whether the limitations following the phrase are part of the claimed 

invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-56 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 

Funk (U.S. Pat. No. 5,832,463) and Downs, Jr. (U.S. Pat. No. 6,654,487) in view of 

Phillips et al US 2005/0091 132 A1 . 

As per claims 1 , and 8-35 Funk substantially discloses a checkless transaction 

system that converts the check transaction into an electronic ACH, comprising: 
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Means for reading a MICR line in a check at a point where said check is presented 
(see., abstract, col 3, lines 28-67, col 4, lines 1-52. The limitation Prior to parsing said 
MICR line does not add patentable distinction apart from the prior art of record). 
During the interview conducted on 03/01/2006, Applicant's representative argues that 
the prior art of record fail to explicitly disclose the limitation wherein said if said check is 
eligible to be converted to an ACH debit. However, the Examiner respectfully disagrees 
with this assertion because it is obvious to realize that if a check is not in (good 
standard, i.e folded or stain or if the MICR has a missing number, therefore would not 
be eligible for scanning. Moreover, if it is scanned an individual would not be able to 
interpret or understand what it is. Thus, would be a waste of memory. 
It is to be noted that Funk fails to explicitly disclose a various rules if the check can not 
converted, processing the check. However, Down discloses a check processing system 
which includes a predetermined set of MICR line validation rules (see., abstract, lines 6- 
15, col 117, lines 44-67, col 118, lines 1-28). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify the 
checkless transaction of Funk by including the limitation detailed above as taught by 
Downs because this would recognize invalid MICR line based on various rules. 
Funk and Down fail to explicitly disclose Applicant's newly added limitation wherein said 
an eligible check is defined as a consumer check and such as a biller associated with 
said check. Phillips discloses a system/method for electronically processing accounts 
receivable (AR) check transactions via a location-base device associated with a 
merchant. The location-base device facilitates a conversion of the accounts receivable 
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check to a corresponding electronic file without having the merchant determine whether 
or not the accounts receivable check is eligible for subsequent electronic processing 
(see., Phillips, abstract, pages 1-14, [0007], [0009], [0011], [0014], [0087], [0089], 
[0091], and [0093]. Accordingly, it would have been obvious to a person of ordinary skill 
in the art at the time the invention was made to modify the checkless transaction of 
Funk and Down by including the limitation detailed above as taught by Phillips because 
this would allow the merchant to receive the chech without meeting the consumer. 

As per claims 2-8, and 36-56 Funk substantially discloses the claimed method of 
converting a check transaction into an electronic ACH, comprising: 
reading a MICR line in a check at a point where said check is presented (see., abstract, 
col 3, lines 28-67, col 4, lines 1-52). 

It is to be noted that Funk fails to explicitly disclose a various rules if the check can not 
converted, processing the check. However, Down discloses a check processing system 
which includes a predetermined set of MICR line validation rules (see., abstract, lines 6- 
15, col 1 17, lines 44-67, col 118, lines 1-28). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify the 
checkless transaction of Funk by including the limitation detailed above as taught by 
Downs because this would recognize invalid MICR line based on various rules. 
Funk and Down fail to explicitly disclose Applicant's newly added limitation wherein 
said an eligible check is defined as a consumer check and such as a biller associated 
with said check. Phillips discloses a system/method for electronically processing 
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accounts receivable (AR) check transactions via a location-base device associated with 
a merchant. The location-base device facilitates a conversion of the accounts receivable 
check to a corresponding electronic file without having the merchant determine whether 
or not the accounts receivable check is eligible for subsequent electronic processing 
(see., Phillips, abstract, pages 1-14, [0007], [0009], [0011], [0014], [0087], [0089], 
[0091], and [0093]. Accordingly, it would have been obvious to a person of ordinary skill 
in the art at the time the invention was made to modify the checkless transaction of 
Funk and Down by including the limitation detailed above as taught by Phillips because 
this would allow the merchant to receive the chech without meeting the consumer. 

RESPONSE TO ARGUMENTS 

6. Applicant's arguments filed on 08/09/2006 have been fully considered but they 
are moot in view of new ground (s) of rejection. 

REMARKS 

7. a. In response to Applicant's representative arguments, Applicant's 
representative argues that the prior art of record fail to explicitly disclose the limitation 
wherein said if said check is eligible to be converted to an ACH debit. However, the 
Examiner respectfully disagrees with this assertion because it is obvious to realize that 
if a check is not in (good standard, i.e folded or stain or if the MICR has a missing 
number, therefore would not be eligible for scanning. Moreover, if it is scanned an 
individual would not be able to interpret or understand what it is. Thus, would be a 
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waste of memory. Moreover, if it is scanned an individual would not be able to interpret 
or understand what it is. Thus, would be a waste of memory 

b. "a prima facie of obviousness was not established because the three criteria were not 
met". The Examiner recognizes that obviousness can only be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where there 
is some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071,5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

The rationale to modify or combine the prior art does not have to be expressly stated in 
the prior art; the rationale may be expressly or impliedly contained in the prior art or it 
may be reasoned from knowledge generally available to one of ordinary skill in the art, 
established scientific principles, or legal precedent established by prior case law. In re 
Fine, 837 F.2d 1071, 5USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). See also In re Eli Lilli & Co., 902 F.2d 943, 14 USPQ2d 
1741 (Fed. Cir. 1990) (discussion of reliance on legal precedent); In re Nilssen, 851 
F.2d 1401, 7USPQ2d 1500 (Fed. Cir. 1988) (references do not have to explicitly 
suggest combining teachings); Ex parte Clapp, 227 USPQ 972 (Bd. Pat. App & Inter); 
and Es parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993) (reliance on 
logic and sound scientific reasoning). 

Also in reference to Ex parte Levengood, 28 USPQ2d, 1301, the court stated that 
"Obviousness is a legal conclusion, the determination of which is a question of patent 
law. 

Motivation for combining the teachings of the various references need not to explicitly 
found in the reference themselves, In re Keller, 642 F.2d 413, 208USPQ 871 (CCPA 
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1981). Indeed, the Examiner may provide an explanation based on logic and sound 
scientific reasoning that will support a holding of obviousness. In re Soli, 317 F.2d 941 
137 USPQ 797 (CCPA 1963)." 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Pierre E. Elisca whose telephone number is 571 272 
6706. The examiner can normally be reached on 6:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 571 272 6779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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